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Remarks 

Applicant has amended Claims 1,11 and 15-17. Applicant respectfully submits 
that no new matter was added by the amendment, as all of the amended matter was 
either previously illustrated or described in the drawings, written specification and/or 
claims of the present application. Entry of the amendment and favorable consideration 
thereof is earnestly requested. 

The Examiner has rejected claims 1 - 9, 1 1 - 13, 15, and 17 under 35 U.S.C. 
§1 03(a) as being unpatentable over U.S. Patent Application Publication No. 
2002/0030207 to Wemyss et al. ("the '207 application") In view of U.S. Patent No. 
5,622,728 to Kartler ('the '728 patent"). The Examiner has further rejected Claim 10 
under 35 U.S.C. §1 03(a) as being unpatentable over the '207 application In view of the 
'728 patent and U.S. Patent No. 2,331 ,487 to McNeal (Ihe '487 patenf). Claim 14 has 
been rejected by the Examiner as being unpatentable over the '207 application In view 
of the '728 patent and in further view of U.S. Patent No. 5,249,716 to O'Sulllvan ("the 
'716 patent"). Finally, the Examiner has rejected claim 16 under 35 U.S.C. §1 03(a) as 
being unpatentable over the '207 application in view of the '728 patent in view of U.S. 
Patent No.5,882,133 to Chao et al. ("the '133 patent). These rejections are respectfully 
traversed. 
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35 U.S.C. SI 03(a) Rejections 

As amended Claims 1,11 and 15 - 17 all require among other limitations, a sub- 
stantially rigid protrusion extending generally parallel with the nozzle or splines. Sup- 
port for in the specification for the limitation "substantially rigid" is found, for example, in 
paragraph 32 where is states that it is "advantageous to provide protrusion 102 such 
that it will be relatively rigid and provide firm support during use." Applicant respectfully 
submits that these limitations are not taught or suggested by the cited prior art. 

The '207 application teaches use of "guides 46" where each Is "integrally at- 
tached to and splaying outward from the opposite sides of the lip of the top end of the 
collar 44, and in divergent relation to one another ... at approximately 45 degrees to 
the axis of the collar 44" which aids in allowing the dispensing nozzle to "be oriented at 
different angles, including from an acute or obtuse angle to the application surface." 
(Paras. 38 & 40). The '207 application further teaches that the "user positions the dis- 
pensing nozzle upon the intended application surface, applying such pressure as is re- 
quired in order that the flexible guides be made to splav apart around the nozzle and 
straddle the two opposing sides of a construction member." (para. 20; See para. 40) 
(emphasis added). This provides the distinct advantage that "a caulking guide, provid- 
ing the aforesaid advantages, as may be used for different and varying widths of appli- 
cation surfaces. Because the guides are flexible, they can be made to conform, by the 
aforesaid simple procedure, to different construction members having widths varying 
within a considerable range." (para. 22). In addition, "the flexibility of the guides permits 
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them to accommodate certain surfaces that vary in width from one end to another." 
(para. 22). 

Claims 1,11, and 17 however, all require a substantially rigid protrusion that ex- 
tends generally parallel with the nozzle. It is well settled that if the proposed modifica- 
tion would render the prior art invention being modified unsatisfactory for its intended 
purpose, then there is no suggestion or motivation to make the proposed modification. 
In re Gordon, 733 F.2d 900. 221 USPQ 1 125 (Fed. Cir. 1984). In the present case, Ap- 
plicant respectfully submits that modification of the '207 application to make the "guides 
46" both generally parallel to and substantially rigid as required by Claims 1,11, and 17 
would defeat a primary object of the invention and therefore cannot be an obvious modi- 
fication. For example, if the "guides 46" were generally parallel, only one sized piece of 
material could fit in the guides. Additionally, providing the "guides 46" as substantially 
rigid would prevent them from splaying apart thereby preventing use of the device with 
multiple sized pieces of material. Therefore, the '207 application itself teaches away 
from the suggested modification. 

Accordingly, Applicant respectfully submits that because the suggested combina- 
tion and modification of the '207 application with the '728 patent would destroy a pri- 
mary objection of the '207 application such a modification cannot be obvious and there- 
fore Claims 1,11, and 17 cannot be obvious in view of these references. 
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Applicant further respectfully submits that there is no suggestion in the refer- 
ences themselves for the proposed combination. It is well settled that the mere fact that 
references can be combined or modified does not render the resultant combination ob- 
vious unless the prior art also suggests the desirability of the cdmbination. In re Mills, 
916 F.2d 680, 16 U.S.P.Q.2d 1430 (Fed. Cir. 1990). The Examiner has stated that "it 
would have been obvious to one of ordinary skill in the art to have modified the protru- 
sion (46) of Wemyss et al with the parallel protrusion with the nozzle of Kartler In order 
to align the protrusion and nozzle to the surface at the same angle for easier dispens- 
ing." (Official Action pp. 2 - 3). Applicant respectfully disagrees. Rather, as stated 
above, the '207 application specifically teaches that the "guides 46" need "splay apart" 
for ease of application on multiple sized surfaces. {See, paras. 38 & 40). Additionally, 
the "wiper arm 50" taught in the 728 patent is not provided as a guide for application of 
a substance, but rather has a sponge located on a distal end of the protrusion to wipe 
the substance applied. Accordingly, because the "wiper arm 50" Is provided merely for 
wiping the applied substance, there is no suggestion in the 728 patent for aligning a 
protrusion with the nozzle for easier dispensing as suggested. 

Therefore, neither the '207 application nor the '728 patent provide any sugges- 
tion, in fact the '207 application teaches away from the suggested combination and 
therefore the combination is not obvious. 

With regard to Claim 15, Applicant has already provided arguments as to why 
combination of the '207 application with the '728 patent is inappropriate. Additionally, 
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Claim 15 requires among other limitations a plurality of spines radially located around 
the opening in the base portion of the guide and that form a restriction at a distal end of 
the attachment member that is smaller than the opening in the base. Neither the '207 
application nor the 728 patent teach, disclose or suggest this further limitation. While 
Claim 15 has been rejected in view of a combination of these two references, Applicant 
has been unable to find any support in either reference to support this rejection. There- 
fore, even if one were to combine the references as suggested, one would still not arrive 
at the invention defined by Claim 15, and accordingly such a combination cannot render 
Claim 15 obvious. 

While the Examiner has not cited the '133 patent against Claim 15, Applicant re- 
spectfully submits that it fails to teach this further limitation. Rather, the '133 patent 
teaches the extending portions 2, 3, and 4 are not radially located around the opening, 
but instead are aligned along a straight line. In fact, the openings cited by the Examiner 
are located inside the extended portions. Furthermore, the extending sections do not 
form a restriction at a distal end of the attachment member but serve as the restriction 
themselves. Therefore, even if one were to combine the references as suggested by 
the Examiner, one would not arrive a the invention defined by Claim 15. 

Applicant further respectfully submits that it would not be obvious to further mod- 
ify the suggested combination because the purpose of the extending portions of the 
'133 patent is very different from the spine of the present application. The spines of the 
present applications are used to attach the guide to the caulking tube by pinching the 
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nozzle of the tube. Alternatively, the extending sections of the '133 patent are them- 
selves used as nozzles. Therefore, one of skill in the art would not be taught to further 
modify the suggested combination to arrive at Claim 15. 

With regard to Claim 16, it requires among other limitations a nozzle integrally 
formed with the base portion and extending from the base portion. Applicant has al- 
ready provided arguments as to why combination of the '207 application with the '728 
patent Is inappropriate. In addition. Applicant respectfully submits that such a modifica- 
tion of the cited references is not taught or suggested by the references themselves. 
While the Examiner has submitted that "one of ordinary skill in the art to have modified 
the nozzle of Wemyss et al with the nozzle portion of Chao et al in order to have an at- 
tachment that includes not only the guide but the nozzle portion as well as making it 
easier to assemble onto a cartridge." (Official Action p. 7). Applicant respectfully sub- 
mits however that neither the '207 application nor the '728 patent ever contemplated 
making a nozzle integral with the attachment piece because a nozzle is provided with 
the cartridge. It is well settled that the mere fact that references can be combined or 
modified does not render the resultant combination obvious unless the prior art also 
suggests the desirability of the combination. In re Mills, 916 F.2d 680, 16 U.S.P.Q.2d 
1430 (Fed. Cir. 1 990). Applicant respectfully submits that there is no such suggestion. 
As to the suggestion that it would be easier to assemble onto a cartridge, this cannot be 
true where the cartridge is provided with its own nozzle as specifically taught by the '207 
application. The use of hindsight knowledge to support an obviousness rejection under 



Page 14 

Serial No. 10/686,832 
Response to Official Action 



35 U.S.C. § 103 is impermissible. See e.g., W. L Gore and Assocs., Inc. v. Garlock, 
Inc., 721 F.2cl 1540, 1553, 220 USPQ 303, 312-13, (Fed. Cir. 1983), cert, denied, 469 
U.S. 851 (1984). In the present case, Applicant respectfully submits that there is no 
motivation to eliminate the nozzle taught in the '207 application simply to replace it with 
the nozzle in the '133 patent except by review of the present pending claims. 

Accordingly, Applicant respectfully submits that Claim 16 cannot be obvious in 
view of the cited references. 

For the foregoing reasons, it is respectfully submitted that claims 1-17, all of the 
claims remaining in the application, are in order for allowance and early notice to that 
effect Is respectfully requested. 




Steven B. Simonis, Registration No. 54,449 

Attorneys for Applicant 

St.Onge Steward Johnston & Reens llc 

986 Bedford Street 

Stamford. CT 06905-5619 

203 324-6155 
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In the Drawings 



Attached on separate sheet hereto are amended Figures 1 and 3A 



